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DETAILED ACTION 

1 . This Office action responds to the election filed on 1 1/03/2008. 

Election/Restrictions 

2. Applicant's election without traverse of Species B, reading on claims 1-7 filed on 
10/04/2006 is acknowledged and entered into the record. Claims 8-12 are withdrawn from 
further consideration pursuant to 37 CFR 1.142 (b), as being drawn to the nonelected group. 

Specification 

3. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: "FIELD-EFFECT TRANSISTOR WITH 
SEMICONDUCTOR NANO WIRE-CHANNEL REGION. 

Claim Rejections - 35 USC § 102 / §103 

4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Initially, and with respect to claim 1, note that a limitation in a claim with respect to the 

manner in which a claimed device is intended to be used does not differentiate the claimed 

device from a prior-art device if the prior art device teaches all structure limitations in the claims 

and the functional limitation are found to be inherent in the prior art device. In re Schreiber, 128 

F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997); Ex parte Masham, 2 USPQ2d 

1647 (Bd. Pat. App. & Inter. 1987). See Hewlett-Packard Co. v. Bausch & Lomb Inc. and the 

related case law cited therein which makes it clear that it is the final product per se which must 

be determined in a device claim, and not the patentability of its functions (909 F.2d 1464, 1469, 

15 USPQ2d 1525, 1528 (Fed. Cir. 1990)). As stated in Best, 

Where the claimed and prior art product are identical or substantially identical in 
structure or composition, a prima facie case of either anticipation or obviousness has been 
established". In re Best, 562 f.2d 1252 1255, 195 USPQ 430, 433 (CCPA 1977). 
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8. NOTE that the applicant has burden of proof once the examiner establishes a sound 
basis for believing that the products of the applicant and the prior art are the same. See In re 
Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 

9. Claims 1-7 rejected under 35 U.S.C. 102(e) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over Duan (cited in IDS). 

Duan discloses a field effect transistor (see Fig. 2) comprising a semiconductor layer 
(100), a source electrode (202) and a drain electrode (206) electrically connected to the 
semiconductor layer, a gate electrode (204); the semiconductor layer comprising an organic 
semiconductor material and a plurality of thin wires (300) made of an inorganic 
semiconductor(see [0158], [0163], and [0129]). 

10. As to claims 2-7, Duan discloses a transistor, where the thin wires are connected to at 
least one electrode selected from the group consisting of the source electrode and the drain 
electrode via the organic semiconductor material (see Fig. 2); both the organic semiconductor 
and the thin wires function as a p-type semiconductor material (see [0149] and [0150]); the 
semiconductor layer is formed in stripes parallel to a direction connecting the source and drain 
electrode (see Fig. 2); an average diameter of the thin wires is 100 nm or less (see [0127]); the 
thin wires are oriented in a direction connecting the source electrode and the drain electrode (see 
Fig. 2); and the thin wires are grown from at least one electrode selected from the group 
consisting of the source electrode and the drain electrode (see Fig. 2). 

11. In reference to the language claimed in claim 1 , referring to the function of the device, it 
is noted that Duan shows all aspects of the field-effect transistor device according to the instant 
invention and that a gate electrode for applying an electric field to the semiconductor layer is 
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function that does not affect the structure of the final device. Furthermore, device of Duan is 
capable of performing the claimed functions. For instance, a charge applied to the gate electrode 
will generate an electric field near the semiconductor, hence applying an electric filed to the 
semiconductor layer. 

12. As to the grounds of rejection of claims 1-7 under section 103, see MPEP § 2112, which 
discusses the handling of functional language in the claims and recommends the alternative (§ 
102/§ 103) grounds of rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eva Montalvo whose telephone number is (571)270-3829. The 
examiner can normally be reached on Monday through Thursday 7:30-5:30 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marcos D. Pizarro-Crespo can be reached on (571)272-1716. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Eva Montalvo /Marcos D. Pizarro/ 

Patent Examiner Primary Examiner, Art Unit 28 14 

Art Unit 2814 



